REMARKS 

Reconsideration of this application, as amended, is respectfully requested. 

In the Official Action, the Examiner rejects claim 2 under 35 U.S.C. § 1 12, 
second paragraph, as being indefinite for failing to particularly point out and distinctly claim 
the subject matter which applicant regards as the invention. Specifically^ the Examiner argues 
that the phrase "the driving rods'' at lines 2-3 thereof has insufficient antecedent basis in the 
claim. In response, claim 2 has been amended to remove the phrase **the driving rods*" 

Accordingly, it is respectfully requested that the rejection of claim 2 under 35 
U.S.C. § 112, second paragraph, be withdrawn* 

In the Official Action, the Examiner withdraws the rejection of claim 1 as 
being anticipated by U.S. Patent No. 5,275,608 to Forman et al., (hereinafter "Forman") in 
favor of a rejection as being obvious over Forman. Specifically, the Examiner now rejects 
claims 1 , 2 and 6 under 35 U.S.C. § 103(a) as being unpatentable over Forman. Additionally, 
the Examiner rejects claims 3, 4, 5 and 7 under 35 U.S.C. § 103(a) as being unpatentable over 
Forman in view of U.S. Patent No. 6,592,572 to Suzata (hereinafter "Suzata"). Lastly, the 
Examiner rejects claims 8-10 under 35 U.S.C. § 103(a) as being unpatentable over Forman in 
view of U.S. Patent Application Publication No. 2003/0158576 to Nag^e et aL, (hereinafter 
**Nagase"). 

In response, Applicants respectfully traverse the Examiner's rejections under 
35 U.S.C. § 103(a) for at least the reasons set forth below. However, independent claim 1 has 
been amended to clarify its distinguishing features. 



-9- 



g\olymp«sM494\I7096\amend\l7096.am4 



specifically, claim 1 has been amended to recite: 

"an insertion portion; 

a treatment nnit which is provided on the tip portion of the 
insertion portion and which is capable of turning 
upward/downward and leftward/rightward as to the shaft of the 
insertion portion, the treatment unit including first and second 
treatment pieces pivoted by a treatment unit pivot pin extending 
leftward and rightward so as to be capable of opening and closing; 

an operating unit provided at the base portion of the 
insertion portion and which is capable of turning in 
upward/downward and leftward/rightward directions as to the shaft 
of the insertion portion, the operating unit being capable of 
operating to turn the treatment unit, and the operating unit 
including first and second operation handles pivoted by an 
operating unit pivot pin extending lefl:ward and rightward so as to 
be capable of oiling and closing; 

a supporting member linking the treatment unit and the 
operating unit; 

a driving rod arrayed in parallel or generally in parallel 
with the supporting member, so as to be capable of advancing and 
retreating; 

an operating unit link mechanism capable of converting 
opening/closing actions of the operating unit into 
advancing/retreating actions of ttie driving rod, regardless of a 
turning position of the operating unit, the operating unit link 
mechanism including a linking pin extending leftward and 
rightward and a linking pin extending upward and downward; and 

a treatment unit link mechanism for converting 
advancing/retreating actions of the driving rod into 
opening/closing actions of treatment unit, regardless of a turning 
position of the treatment unit^ the treatment unit link mechanism 
including a linking pin extending leftward and rightward and a 
linking pin extending upward and downward, 

wherein the treatment unit link mechanism and the 
operating unit link mechanism are configured such that an 
opening/closing amoimt of the operating unit matches an 
opening/closing amount of the treatment unit even if the operating 
unit is turned upward/downward and leftward/rightward to turn the 
treatment unit." 

The amendment to claim 1 is fiiUy supported in the original disclosure. Thus, 
no new matter has been introduced into the disclosure by way of the present amendment to 
independent claim L 
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Thus, claim 1 has been amended to recite an objective of the surgical 
instrument of claim 1 . Specifically, the treatment unit can be arbitrarily turned by performing 
turning operations of the operating unit with the opened/closed state maintained (e.g., see 
page 35, line 24 to page 36, line 10 of the specification and Figures 18 and 19 of the 
Drawings)* The prior art, including Forman and the other references of record, simply do not 
disclose or suggest such features. 

The dependent claims have been amended to clarify the same, as discussed 
beloWy and claims 8 and 9 have been canceled* 

With regard to the rejection of claims 1, 2 and 6 under 35 U.S.C. § 103(a), 
independent claim 1 is not rendered obvious by the cited references because the Forman 
patent whether taken alone or in combination with the knowledge of those of ordinary skill in 
the art, does not teach or suggest a surgical instrument having the features discussed above 
and recited in independent claim L Accordingly, claim 1 pateotably distinguishes over the 
prior art and is allowable. Claims 2 and 6, being dependent upon claim 1 , are thus at least 
allowable therewith. Consequently, the Examiner is respectfully requested to withdraw the 
rejection of claims 1, 2 and 6 under 35 U.S.C. § 103(a). 

With regard to the rejections of claims 3, 4, 5 and 7-10 under 35 U.S.C. § 
103(a), since independent claim 1 patentably distinguishes over the prior art and is allowable, 
claims 3, 4, 5, 7 and 10 are at least allowable therewith because they depend from an 
allowable base claim (claims 8 and 9 being canceled). Consequently, the Examiner is 
respectfully requested to withdraw the rejection of claims 3, 4, 5 and 7-10 under 35 U.S,C, § 
103(a). 
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Furthermore, Applicants respectfully submit that at least dependent claim 10 
patentably distinguishes over the cited references independently of ite base claim (1). In the 
Official Action, the Examiner admits that the references do not disclose the specific distances 
claimed* However, the Examiner argues "It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to configure the distances to those clmmed, 
since it has been held that discovering an optimum value of a result effective variable involves 
only routine skill in the art. 

Applicants respectfully disagree. In fact, claim 10 has been amended to clarify 
the specific distances recited therein and claims 2-7 have been amended to also recite specific 
distances. Applicants submit that dependent claims 2-7 also patentably distinguish over the 
cited references for at least the reasons set forth below with regard to dependent claim 10. 

Firstly, the Examiner has not made his reasoning explicit as is required in KSR 
Intemational Co. v. Teleflex Inc. (U.S. 2007), Secondly, the Examiner does not provide any 
support for the statement that "discovering an optimum value of a result effective variable 
involves only routine skill in the art." 

Still farther, Applicants respectfully distinguish the recitatior^ of claim 10 
from the situation where an optimum value is discovered. In this regard, Applicants 
respectfully submit that to have the relation of distances between respective shafts (pivots, 
pins) to provide the required objective is not "discovery of an optimum value" but 
configuration of components of a linkage to provide an advantageous result that was 
unrecognized in the art. 

Applicants respectfidly submit that at least dependent claim 10 (as well as 
amended claims 2-7) patentably distinguish over the cited references independently of their 
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base claim and request that the rejection of claim 10 be withdraw or that the Examiner make 
the reasoning for the rejection explicit, provide support for the statements made with regard to 
the rejection of claim 1 0 and provide a correlation between such statement and the recited 
subject matter of claim 1 0. 



Applicants have also enclosed herewith a clean copy of the claims with some 



reference numerals coixesponding to the embodiment of Figure 20 indicated therein. Such 
clean copy is provided solely for the assistance of the Examiner in understanding the structure 
of the claimed invention, particularly with regard to the distances between pins recited in the 
dependent claims. Therefore, the indication of reference numerals in the enclosed clean copy 
of claims is only exemplary and not to limit the scope thereof- 



condition for allowance. Accordingly, it is respectfully requested that this application be 
allowed and a Notice of Allowance issued. If the Examiner believes that a telephone 
conference with Apphcants' attorneys would be advantageous to the disposition of this case, 
the Examiner is requested to telephone the undersigned. 



Scully, Scott, Murphy & Pressor, P.C. 
400 Garden City Plaza, Suite 300 
Garden City, New York 11530 
(516) 742-4343 
TS:cm 

Enclosure (Clean Copy of Claims With Exemplary Reference Numerals) 



In view of the above, it is respectfully submitted that this application is in 



Respectfully submitted, 
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